United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/737,679 


12/14/2000 


John E. Schier 


06289 1.0434 


2124 



7590 

Barton E. Showalter 
Baker Botts L.L.P. 
2001 Ross Avenue 
Dallas, TX 75201-2980 



03/15/2005 



EXAMINER 



TESLOVICH, TAMARA 



ART UNIT 



PAPER NUMBER 



2137 

DATE MAILED: 03/15/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 


Application No. 

09/737,679 


Applicant(s) 

SCHIER.JOHN E. 


Examiner 

Andrew Caldwell 


Art Unit 

2137 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 07 September 2004 . 
2a)S This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

. 5)D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-33 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 03 The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Maii Date. . 

3) 0 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 0^ 7ZOO4- 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 03052005 



Application/Control Number: 09/737,679 Page 2 



Art Unit: 2137 

1 DETAILED ACTION 

2 

3 Specification 

4 The specification is objected to under 37 CFR 1.75(d) for 

5 failing to failing to provide clear antecedent basis for the 

6 terms and phrases used in the claims. In particular, the 

7 specification fails to adequately link the corresponding 

8 structure, material, or acts in the specification with the 

9 particular means plus function limitations of claims 15-18. Per 

10 MPEP 2181, the Applicants are required to either (a) state on 

11 the record or (b) amend the specification to state the 

12 corresponding structure, material or acts to perform the recited 

13 function. MPEP 2181. A complete response to this requirement 

14 will address each and every means presented in the claims, 

15 including the dependent claims. 
16 

17 Claim Rejections - 35 USC §102 

18 

19 The following is a quotation of the appropriate paragraphs 

20 of 35 U.S.C. 102 that form the basis for the rejections under 

21 this section made in this Office action: 

22 (b) the invention was patented or described in a printed 

23 publication in this or a foreign country or in public use 
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1 or on sale in this country, more than one year prior to the 

2 date of application for patent in the United States; 
3 

4 (e) the invention was described in (1) an application for 

5 patent, published under section 122(b), by another filed in 

6 the United States before the invention by the applicant for 

7 patent or (2) a patent granted on an application for patent 

8 by another filed in the United States before the invention 

9 by the applicant for patent, except that an international 

10 application filed under the treaty defined in section 

11 351(a) shall have the effects for purposes of this 

12 subsection of an application filed in the United States 

13 only if the international application designated the United 

14 States and was published under Article 21(2) of such treaty 

15 in the English language. 
16 

17 
18 
19 

20 Claims 1-9,11,15-19,21,24,25,28,30,31 are rejected under 35 

21 U.S.C. 102(b) as being anticipated by Landwehr et al (US pat 

22 5,892,901) . 
23 

24 Regarding claim 1, Landwehr teaches a method for providing 

25 a secure operating environment for a network accessible system 

26 comprising: 

27 accessing a delay timer operably coupled to a communication 

28 module, the delay timer including a delay time interval (col .5 

29 lines 29-34) ; 

30 comparing the delay time interval to an activity associated 

31 with the system communicating with the network (col. 3 lines 45- 

32 65) ; and 
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1 isolating the communication module from the network based 

2 on the comparison (col. 3 lines 4-6; col . 3 lines 26-28; col. 4 

3 lines 31-40) . 
4 

5 Regarding claim 2, Landwehr teaches disabling the 

6 communication module if the communication module remains idle 

7 for a time period greater than the delay time interval (col. 3 

8 lines 59-65) . 
9 

10 Regarding claim 3, Landwehr teaches the disabling includes 

11 reducing a power state associated with the communication module 

12 (col. 2 line 65 thru col . 3 line 6). 
13 

14 Regarding claim 4, Landwehr teaches detecting a user 

15 initiated request to access the' network; 

16 altering the power state of the communication module; 

17 initializing the communication module to communicate with 

18 the network; and 

19 initializing the delay timer (col. 3 lines 25-65). 
20 

21 Regarding claim 5, Landwehr teaches the disabling 

22 further comprises removing power supplied to the 

23 communication module (col. 2 line 65 thru col. 3 line 6). 
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1 Regarding claim 6, Landwehr teaches the isolating 

2 further comprises disconnecting a communication port 

3 associated with the communication module (col. 4 lines 30-34). 
4 

5 Regarding claim 7, Landwehr teaches initializing the 

6 delay timer in response to the system initiating 

7 communication with the network (col. 3 lines 32-38). 

8 Regarding claim 8, Landwehr teaches adjusting the delay 

9 time interval using a software interface associated with the 
10 delay timer (col. 4 lines 49-57). 

11 

12 Regarding claim 9, Landwehr teaches adjusting the delay 

13 time interval using a hardware interface associated with the 

14 delay timer (col. 4 lines 49-57). 
15 

16 Regarding claim 11, Landwehr teaches accessing a network 

17 location; 

18 disabling the communication module upon the 

19 communication module being idle for a time period greater 

20 than the delay time interval; and 

21 enabling the communication module upon determining a 

22 request to access the network location (col. 3 lines 25-65). 
23 
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1 Claims 15-18, they are apparatus claims written in means 

2 plus function form that correspond to method claims 1-4, 

3 respectively, and are rejected for the same reasons. 
4 

5 Claims 19 and 21 are substantially equivalent to claims 

6 1 and 11 respectively, therefore claims 19 and 21 are 

7 rejected because of similar rationale. 
8 

9 Regarding claim 24, Landwehr teaches a communication 

10 module operable to communicate information via the network 

11 (col. 2 line 65 thru col . 3 line 6); 

12 a delay timer operably coupled to the communication 

13 module (col. 5 lines 29-34); and 

14 the delay timer including a delay time interval operable 

15 to enable communication between the communication module 

16 and the network (col. 5 lines 29-34). 

17 Regarding claim 25, Landwehr teaches a data bus coupled to 

18 the communication module and a processor; 

19 and the data bus operable to communicate information based 

20 on the delay time interval (col. 2 line 61 thru col . 3 line 7; 

21 col .3 lines 59-65) . 
22 
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1 Regarding claim 28, Landwehr teaches the delay time 

2 interval programmed via an interface associated with the delay 

3 timer (cbl.5 lines 29-34). 
4 

5 Regarding claim 30, Landwehr teaches a power state 

6 operably associated with the delay timer and the power state 

7 operable to provide power to the communication module (col. 3 

8 lines 22-25) . 
9 



10 Regarding claim 31, Landwehr teaches a communication 

11 port communicatively coupling the communication module and 

12 the network; and the communication port operable based on the 

13 delay time interval (col. 4 lines 30-34). 
14 

15 Claims 1-7 and 10-33 are rejected under 35 U.S.C. 102(e) as 

16 being anticipated by Konaka et al (US pat 6,256,742) . 
17 

18 Regarding claim 1, Konaka anticipates the claimed invention 

19 by disclosing a method comprising: 

20 Accessing a delay timer operably coupled to a communication 

21 module, the delay timer including a delay time interval (col. 8 

22 lines 41-45 - polling period as delay time interval) ; 
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1 Comparing the delay time interval to an activity associated 

2 with the system communicating with the network (col. 8 lines 41- 

3 45 - status of link as activity) ; 

4 Isolating the communication module from the network based 

5 on the comparison (col. 8 lines 54-61 - powering Fig. 2 elem. 

6 270 down) . 

7 Regarding claim 2, Konaka teaches the step of disabling the 

8 communication module if the communication module remains idle 

9 for a time period greater than the delay time interval (col. 8 

10 lines 54-61) . 

11 Regarding claim 3, Konaka teaches a method wherein the 

12 disabling includes reducing a power state associated with the 

13 communication module (col. 8 lines 54-61). 

14 Regarding claim 4, Konaka teaches a method further 

15 comprising detecting a user initiated request to access the 

16 network; altering the power state of the communication module; 

17 initializing the communication module to communicate with the 

18 network; and initializing the delay timer (col. 7 lines 47-51 

19 link confirmation request from -operator; col. 8 lines 41-61). 

F 

20 Regarding claim 5, Konaka ^teaches a method wherein the 

21 disabling further comprises removing power supplied to the 

22 communication module (col. 8 lines 54-61). 
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1 Regarding claim 6, Konaka teaches a method wherein the 

2 isolating further comprises disconnecting a communication port 

3 associated with the communication module (col. 7 52-59). 

4 Regarding claim 7, Konaka teaches a method further 

5 comprising initializing the delay timer in response to the 

6 system initiating communication with the network (col. 8 lines 

7 4-13). 

8 Regarding claim 10, Konaka teaches a method further 

9 comprising locating a reference within a memory associated with 

10 the delay timer, the reference operably associated with enabling 

11 the communication module and removing the reference in response 

12 to the communication module being idle for a time period greater 

13 than the delay time interval (Fig. 2 elem. 202 control register 

14 ; col. 8 lines 46-61). 

15 Regarding claim 11, Konaka teaches a method further 

16 comprising accessing a network location; disabling the 

17 communication module upon the communication module being idle 

18 for a time period greater than the delay time interval; and 

19 enabling the communication module upon determining a request to 

20 access the network location (col. 7 line 66 to col. 8 line 3; 

21 col . 8 lines 41-61) . 
22 
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1 



Regarding claim 12, Konaka teaches disabling the 



2 communication module upon the communication module remaining 

3 idle for a time period greater than the delay time interval; 

4 storing a network reference operable to identify the network 

5 location; removing a communication module reference from a 

6 memory stack associated with the communication module, the 

7 communication module reference associated with enabling the 

8 communication module,^ and copying the communication module 

9 reference to the memory stack upon detecting a request by the 

10 system to access the network location (col. 7 line 66 to col. 8 

11 line 3; col. 8 lines 41-61). 

12 Regarding claim 13, Konaka teaches enabling the 

13 communication module and accessing the network location using 

14 the network reference (col. 7 line 66 to col. 8 line 3; col. 8 

15 lines 41-61) . 

16 Regarding claim 14, Konaka teaches a method further 

17 comprising initializing the delay timer upon detecting a user 

18 initiated request to access the network (col. 7 line 66 to col. 

19 8 line 3; col. 8 lines 41-61). 

20 Regarding claim 32, Konaka teaches a method wherein the 

21 activity associated with the system is any communication between 

22 the system and the network (col. 8 lines 41-45). 
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1 Regarding claims 15-18, they are apparatus claims in means 

2 plus function form that correspond to the method claims 1-7, 10- 

3 14, and 32 discussed above. They are rejected for the same 

4 reasons . 

5 Regarding claims 19-23 and 33, they are media claims 

6 corresponding to method claims 1-7, 10-14, and 32 discussed 

7 above. They are rejected for the same reasons. 

8 Regarding claims 24-30, they are apparatus claims 

9 corresponding to method claims jl-7, 10-14, and 32 discussed 

10 above. They are rejected for t«he same reasons. 

11 J 

J 

12 Claim Rejections - 35 USC § 103 

13 The following is a quotation of 35 U.S.C. 103(a) which 

14 forms the basis for all obviousness rejections set forth in this 

15 Office action: 

16 (a) A patent may not be obtained though the invention is 

17 not identically disclosed or described as set forth in 

18 section 102 of this title, if the differences between the 

19 subject matter sought to be patented and the prior art are 

20 such that the subject matter as a whole would have been 

21 obvious at the time the invention was made to a person 

22 having ordinary skill in the art to which said subject 

23 matter pertains. Patentability shall not be negatived by 

24 the manner in which the invention was made. 
25 

26 



27 
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Claims 10,20,27 are rejected under 35 U.S.C. 103(a) as 



2 being unpatentable over Landwehr, and further in view of Namma 

3 et al (US pat 6,185,616). 
4 



6 but does not teach locating a reference within a memory 

7 associated with the delay timer, the reference operably 

8 associated with enabling the communication module; and removing 

9 the reference in response to the communication module being idle 

10 for a time period greater than the delay time interval. 

11 Namma does teach locating a reference within a memory 

12 associated with the delay timer, the reference operably 

13 associated with enabling the communication module (col. 6 lines 

14 17-48) ; and removing the reference in response to the 

15 communication module being idle for a time period greater than 

16 the delay time interval (col. 6 lines 40-48) . It would have been 

17 obvious to one of ordinary skill in the art to combine 

18 Landwehr 7 s secure identification system with Namma' s teaching of 

19 removing data associated with communication connection in order 

20 to provide an improved method of disconnecting communication 

21 between clients and servers (Namma col . 1 lines 52-54; col . 6 



5 



Regarding claim 10, Landwehr teaches the method of claim 1, 



22 



lines 1-9) . 



23 
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1 Claim 20 is substantially equivalent to claim 10, therefore 

2 claim 20 is rejected because of similar rationale. 
3 

4 Regarding claim 27, Namma teaches a communication module 

5 reference operable to be stored within memory (col .6 lines 18- 

6 22) . 
7 

8 

9 Claims 12-14,22,23 are rejected under 35 U.S.C. 103(a) as 

10 being unpatentable over Landwehr, and further in view of Namma 

11 et al and Virtanen (US pat 6,249,681). 
12 

13 Regarding claim 12, Landwehr teaches disabling the 

14 communication module upon the communication module remaining 

15 idle for a time period greater than the delay time interval 

16 (col. 3 lines 59-65), but does not teach storing a network 

17 reference operable to identify the network location; removing a 

18 communication module reference from a memory stack associated 

19 with the communication module, the communication module 

20 reference associated with enabling the communication module; and 

21 copying the communication module reference to the memory stack 

22 upon detecting a request by the system to access the network 

23 location. 
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1 Namma teaches storing a network reference operable to 

2 identify the network location; removing a communication module 

3 reference from a memory stack associated with the communication 

4 module, the communication module reference associated with 

5 enabling the communication module (col. 6 lines 17-48). It would 

6 have been obvious to one of ordinary skill in the art to combine 

7 Landwehr's secure identification system with Namma' s teaching of 

8 removing data associated with communication connection in order 

9 to provide an improved method of disconnecting communication 

10 between clients and servers (Namma col . 1 lines 52-54; col . 6 

11 lines 1-9) . 

12 Virtanen teaches storing a network reference operable to 

13 identify the network location (col. 4 lines 21-43), disabling the 

14 communication module upon the communication module remaining 

15 idle for a time period greater than the delay time interval 

16 (col. 2 lines 42-51), and copying the communication module 

17 reference to the memory stack upon detecting a request by the 

18 system to access the network location (col. 5 lines 1-7). It 

19 would have been obvious to one of ordinary skill in the art to 

20 combine Landwehr's secure identification system with Virtanen' s 

21 teaching of re-establishing communication in order to provide an 

22 improved and more efficient method that re-establishes 

23 communication between to parties after communication has been 
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1 disconnected, interrupted, or disabled (col. 3 lines 23-33; col . 3 

2 lines 40-58) . 
3 

4 Regarding claim 13, Landwehr, Namma, and Virtanen teach the 

5 method of claim 12, in addition Virtanen teaches enabling the 

6 communication module; and accessing the network location using 

7 the network reference (col. 5 lines 1-7). 
8 

9 Regarding claim 14, Landwehr, Namma, and Virtanen teach the 

10 method of claim 12, in addition Landwehr teaches initializing 

11 the delay timer upon* detecting a user initiated request to 

12 access the network (col. 3 lines 32-37). 
13 

14 Claims 22 and 23 are substantially equivalent to claims 12 

15 and 13 respectively, therefore claims 22 and 23 are rejected 

16 because of similar rationale. 

17 ! ; 

18 Claim 26 rejected under 35 U.S.C. 103(a) as being 

19 unpatentable over Landwehr, and further in view of Virtanen. 
20 

21 Regarding claim 26, Landwehr teaches the device of claim 

22 24, but does not teach a memory operable to store the delay 

23 timer interval. Virtanen teaches a memory operable to store the 



Application/Control Number: 09/737,679 Page 16 

Art Unit: 2137 

1 delay timer interval (col. 6 lines 38-40; col . 8 lines 54-63). It 

2 would have been obvious to one of ordinary skill in the art to 

3 combine Landwehr's secure identification system with Virtanen's 

4 teaching of re-establishing communication in order to provide an 

5 improved and more efficient method that re-establishes 

6 communication between to parties after communication has been 

7 disconnected, interrupted, or disabled (col. 3 lines 23-33; col . 3 

8 lines 40-58) . 
9 

10 Claim 29 rejected under 35 U.S.C. 103(a) as being 

11 unpatentable over Landwehr, and further in view of Yoshida (US 

12 pat 5,495,480) . 
13 

14 Regarding claim 29, Landwehr teaches the device of claim 28 

15 but does not teach the delay time interval programmed using a 

16 delay time interval reference and a communication module 

17 reference. Yoshida teaches the delay time interval programmed 

18 using a delay time interval reference and a communication module 

19 reference (col.l lines 34-35; col . 2 lines 21-41; col . 3 lines 20- 

20 27; col. 5 lines 10-43) . It would have been obvious to one of 

21 ordinary skill in the art to combine Landwehr's secure 

22 identification system with Yoshida' s teachings of a 

23 disconnecting timer circuit in order to provide a time dependent 
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1 disconnecting circuit that is able to accommodate higher level 

2 applications (Yoshida col . 1 lines 35-60). 
3 



6 Applicant's arguments filed on September 7, 2004 have been fully 

7 considered but they are not persuasive. The Applicant is arguing 

8 that Landwehr does not teach comparing the delay time interval 

9 to an activity associated with a system communicating with the 

10 network. This argument is not persuasive. Landwehr 7 s system 

11 detects whether a user agent has been out of range for more than 

12 some preselected time in excess of the polling period (col. 3 

13 lines 50-52). The preselected time is a delay time interval. 

14 The detection of the user is an activity associated with the 

15 system. Landswehr then teaches that the secured computer is 

16 attached to an intranet and/or the Internet (col. 4 lines 31- 

17 40) . Landswehr therefore teaches a system communicating with 

18 the network. For these reasons, Landswehr teaches the 

19 limitation at issue -- comparing the delay time interval to an 

20 activity associated with a system communicating with the 

21 network. 

22 As to the argument that the claims 15-18 are patentable 

23 because they are means plus function claims, the argument has 



4 



Response to Arguments 



5 



As to the prior art rejections of the claims, the 
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1 been fully considered and not deemed persuasive because the 

2 corresponding apparatus claims written using structural 

3 elements, as opposed to means plus function limitations, are 

4 structures falling within the scope of the means plus function 

5 limitations. However, based on the Applicant's argument, there 

6 is now a question as to whether these structures are the only 

) 

7 ones disclosed in the specification that perform the recited 

8 functions. The Applicant's argument has therefore prompted the 

9 specification objection stated above. 
10 

11 Conclusion 
12 

13 Applicant's submission of an information disclosure 

14 statement under 37 CFR 1.97(c) with the fee set forth in 37 CFR 

15 1.17 (p) on September 7, 2004 and amendments to the claims 

16 prompted the new ground (s) of rejection presented in this Office 

17 action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

18 § 609(B) (2) (i) . Applicant is reminded of the extension of time 

19 policy as set forth in 37 CFR 1.136(a). 
20 

21 A shortened statutory period for reply to this final action 

22 is set to expire THREE MONTHS from the mailing date of this 

23 action. In the event a first reply is filed within TWO MONTHS 

24 of the mailing date of this final action and the advisory action 

25 is not mailed until after the end of the THREE-MONTH shortened 

26 statutory period, then the shortened statutory period will 

27 expire on the date the advisory action is mailed, and any 

28 extension fee pursuant to 37 CFR 1.136(a) will be calculated 

29 from the mailing date of the advisory action. In no event, 

30 however, will the statutory period for reply expire later than 

31 SIX MONTHS from the mailing date of this final action. 
32 



33 
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1 Any inquiry concerning this communication or earlier 

2 communications from the examiner should be directed to Andrew 

3 Caldwell, whose telephone number is (571) 272-3868. The 

4 examiner can normally be reached on M-F from 9:00 a.m. to 5:30 

5 p.m. EST. 
6 

7 The fax numbers for Group 2100 are as follows: 
8 

9 Fax Responses: (703) 872-9306 
10 

11 Any general inquiry relating to the status of this 

12 application can be answered using Patent Application Information 

13 Retrieval (PAIR) system, which is available at the USPTO web 

14 site. Any questions on using the PAIR system should be directed 

15 ' to the Patent Electronic Business Center toll free at (866) 217- 

16 9197. 

i9 QwkjuA GMa£$P 

20 
21 

22 Andrew Caldwell 

23 571-272-3868 

24 December 8, 2004 



25 



